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HYDRAULIC PRESS BRICK CO. V. STEVENS 


Hypravtic Press Brick Company v. STEVENS 
United States Circuit Court of Appeals, Fifth Circuit 
October 19, 1926 


Trape-Marks—INFrinceEmMeENT—“Hytest” Decerptivery Simimtar to “Hy- 

TEx” —INJUNCTION. 

The use by appellee as a trade-mark for fire brick of the word 
“Hytest,” after appellant’s adoption and use of the word “Hy-tex” 
for face or tapestry brick held an infringement of the latter mark and 
was enjoined. 

Trape-Marxs—‘Hy-rex” ror Fire Bratck Hetp Vamp. 

The word “Hy-tex,” adopted and used by appellant for many 
years as a trade-mark to distinguish fire brick of its manufacture held 
an arbitrary term and a valid trade-mark. 


In equity. Suit for trade-mark infringement. On appeal 
from decision of the District Court, Northern District of Georgia, 
dismissing the bill. Reversed. For opinion below, see post p. 510. 


Harold Hirsch, of Atlanta, Ga., Edward S. Rogers, Allen M. 
Reed, both of Chicago, IIl., for appellant. 

George Westmoreland, (John L. Westmoreland on the brief), 
both of Atlanta, Ga., for appellee. 


Before Watker, Bryan and Foster, Circuit Judges. 


Bryan, C. J.: This suit was brought by appellant to enjoin 
appellee from infringing a trade-mark. The bill alleges that for 
many years appellant has been extensively engaged in the manu- 
facture and sale, in interstate commerce, of brick; that in the year 
1913 it patented, and has since used as a trade-mark for brick of 
its manufacture, the arbitrary word “Hy-tex”; that the trade-mark 
was duly registered in the United States Patent Office in 1914; that 
appellant’s bricks bearing that trade-mark “have been extensively 
advertised, are well known, and have acquired a good reputation so 
that the name ‘Hy-tex’ as applied to brick indicates ‘and identifies 
the brick manufactured” by it; and that appellee with full knowl- 
edge of the premises began to sell brick stamped with the word 
“Hytest.” Appellee in its answer denied that the word “Hy-tex” 
is an arbitrary word, and averred that it is a compound word which 
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is merely descriptive of character and quality; admitted that it was 
using the word “Hytest,” but averred that such use was limited to 
fire brick, and that appellant’s trade-mark was only used to desig- 
nate face or tapestry brick. 

The district court after hearing the evidence found, as alleged 
in the bill, that for many years appellant had used the word 
“Hy-tex” as its trade-mark for brick of its manufacture, and that 
such word indicated to prospective purchasers and consumers the 
brick manufactured by appellant, and enjoined appellee from 
continuing in connection with the sale of brick manufactured by 
it, the use of the word “Hytest,” which the court found was a color- 
able imitation, or any other similar word. It further appears from 
supplemental bills and answers thereto that appellee gave up the 
use of the word “Hytest” and substituted instead the words 
“Hyertest” and “Hyestest.” The district court enjoined the use 
of these words also, and thereupon the appellee began the use of 
the word “Hyfrax” to indicate brick of its manufacture. The dis- 
trict court refused to enjoin the use of this last word, notwithstand- 
ing he considered it also an infringement of appellant’s trade-mark, 
for the reason, as stated in the argument, that appellee would not 
appeal but would continue to evade the injunction by substituting 
other words for those heretofore enjoined by the court; and so the 
injunction was denied so as to enable the plaintiff to appeal. 

The evidence taken before the district judge does not appear 
in the transcript of record, and it therefore is to be conclusively 
presumed that the facts found by the district judge were supported 
by the evidence. Consequently, we must assume that “Hy-tex”’ is 
an arbitrary word which for many years appellant has used as a 
trade-mark. It necessarily follows that the trade-mark is valid, 
and the only question is whether it has been infringed by appellee. 
It is quite apparent that it was appellee’s intention to profit by the 
use of a word so similar to appellant’s trade-mark as to deceive the 
purchasing public and thus profit by and get the benefit of the 
good-will and reputation built up at appellant’s expense. If it had 


been appellee’s intention to indicate its own product, or to keep it 
from being confused with the products of others, clumsy subter- 
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fuges would not have been employed; but, on the other hand, a 
designation would have been made with the object in view of mak- 
ing improbable the confusion of appellee’s goods with those of 
others. The word “Hyfrax,” which it finally adopted, was as well 
calculated to make the intention to deceive successful as were any 
of the words the use of which had been previously enjoined. There 
is a substantial similarity between the words “Hy-tex’” and 
“Hyfrax.” Each word begins with Hy and each ends with an x; 
they are made of equal length by substituting the letter f in the 
latter for the hyphen in the former. Both being fictitious words 
and without meaning, the slight dissimilarity in pronunciation is 
immaterial, as it would in all probability not be noticed by the 
average purchaser. In Hamilton-Brown Shoe Co. v. Wolfe 
Brothers & Co., 240 U. S. 251 [6 T. M. Rep. 169], the words 
“American Girl Shoes” were held to be infringed by the words 
“American Lady Shoes.” And in Coca-Cola Co. v. Koke Co., 254 
U. S. 143 [10 T. M. Rep. 441], the words “Cocoa-Cola” were held 
to be infringed by the word “‘Koke.” The similarity here present 
is at least as close as it was in either of the cited cases. 

Appellee contends that it only manufactured fire brick and 
appellant only manufactured face or tapestry brick, and thereupon 
argues that it was not engaged in unfair competition. Whether 
the fact is as contended we have no means of knowing, as the evi- 
dence is not before us. But, for the benefit of further proceedings 
in the district court, we deem it proper to say that in our opinion 
any difference in the character of brick manufactured or sold by 
the respective parties would be immaterial, for the reason that 
appellant has the right to protect its trade-mark and reputation 
from the possibility of having inferior goods which it does not 
manufacture represented in the market as goods which it does 
manufacture. 


The decree is reversed, with directions to issue the injunction 
prayed for by appellant. 
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Hypravutic Press Brick Co. v. STEVENS 
(1 F. (2d) 460) 


United States District Court, Northern District, Georgia, N. D. 
July 30, 1924 


Trape-Marxs—Unrairr CompetTitTion—Trapve-Mark “Hytest,” For Brick, 

Hep InrrinceMENT or “Hy-tex.” 

The registered trade-mark “Hy-tex,” associated for many years 
with bricks manufactured by plaintiff, held to be colorably imitated 
and infringed by defendant’s registered trade-mark “Hytest,” applied 
to similar product. 

In equity. Suit for trade-mark infringement. Decree for 


plaintiff. 


This is a suit for infringement of plaintiff’s registered trade- 
mark “Hy-tex,’ which was duly registered in the United States 
Patent Office June 23, 1914, and has been in use since 1913. Dur- 
ing this time the Hydraulic Press Brick Company has sold approxi- 
mately 1,500,000,000 of bricks under this trade-mark and has spent 
approximately $250,000 in advertising the same. 

The defendant, Stevens, which is a corporation, recently 
adopted and began to use as a trade-mark for fire brick of its manu- 
facture the word “Hytest,” which was registered in the United 
States Patent Office in 1923. The defendant’s pleadings admit all 
of the material allegations of plaintiff’s bill, but set up the follow- 
ing defenses: 

(1) That plaintiff’s trade-mark “Hy-tex” is a descriptive 
word, and not entitled to registration. 

(2) That plaintiff's trade-mark “Hy-tex” has been used by it 
on face brick only, and defendant’s trade-mark “Hytest” has been 
used by it exclusively on fire brick, and that no competition has 
existed between the brick on which the two marks have been used, 
and that face brick and fire brick are not goods of the same descrip- 
tive properties. 


Allen M. Reed, of Chicago, Ill., and Candler, Thomson & 
Hirsch, of Atlanta, Ga., for complainant. 

George § John L. Westmoreland, of Atlanta, Ga., for defend- 
ant. 
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Sistey, D. J. (after stating the facts as above): The fore- 
going case coming on for a hearing, pursuant to rule nisi heretofore 
issued therein, after hearing the testimony and arguments of coun- 
sel, and counsel having stipulated in open court that the court pass 
on all questions of law and fact and render a final order and decree 
therein, it is therefore ordered and decreed as follows: 

I. The court finds that for many years plaintiff has used as 
a trade-mark for brick of its manufacture the arbitrary word 
“Hy-tex.” By reason of the use of said name and the products 
sold thereunder, the name “Hy-tex” has come to denote in the 
market and among purchasers and consumers of brick the goods 
manufactured and sold by the complainant company, and that mark 
was duly registered in the United States Patent Office on June 23, 
1914. 

II. The court finds that many years after complainant’s 
product, under the trade-mark “Hy-tex,” had become known, and 
after said trade-mark had become identified and associated with 
plaintiff and its product, and after plaintiff's registration thereof, 


the defendant put upon the market bricks, which it stamped with 
the word “Hytest,” which the court finds to be a colorable imita- 
tion and infringement of complainant’s registered trade-mark 
“Hy-tex”’; said infringing mark having been used by the defendant 
without authority from the plaintiff on goods of the same descriptive 
properties in commerce among the several states of the United 
States. 


It is therefore adjudged and decreed that the defendant, 
Stevens, its officers, agents, servants, and employees, be and they 
are hereby perpetually enjoined and restrained from using or em- 
ploying in the advertising, offering for sale, or sale of brick, or 
goods of the same descriptive properties, the colorable imitation 
“Hytest” of plaintiff's registered trade-mark “Hy-tex,’ or any 
other colorable imitation or like word: Provided, however, the de- 
fendant shall have 120 days from date of this order within which 
to sell or dispose of its product now on hand and manufactured by 
it prior to the granting of this order. 

And it is further ordered, adjudged, and decreed that the said 








512 SIXTEEN TRADE-MARK REPORTER 


complainant, having waived an accounting of profits and damages, 
do recover of the defendant the sum of $1 and its costs and 
charges and disbursements in this suit, to be taxed. 


J. N. Coturns Company v. F. M. Patst Company 
United States District Court, Eastern District of Pennsylvania 


October, 1926 


Trape-Marxks—Unrair Competition—Enps or Lecat Protection. 

In unfair competition cases, the law has a three-fold object: first, 
to protect the honest trader in business which fairly belongs to him; 
second, to punish the dishonest trader who is taking his competitor’s 
business away by unfair means; third, to protect the public from de- 
ception. 

Same—Same—ConrvusinG Srmivariry—TeEst ror SAME. 

He who is selling a product similar to that of another must sell 
it as his own production. The courts look with suspicion upon one 
who in dressing his goods for the market approaches so near to the 
get-up of his business rival that the public may fail to distinguish be- 
tween them. 

Same—Same—“‘Honey Scorcn” anno “Butter Scorcn” ror Canpy—Con- 

FUSING SrmiLaRity IN Dress or Goops—INJUNCTION. 

After plaintiff had adopted and used for several years the words 
“Honey Scotch” as a trade-mark for its confections which were sold in 
small open boxes covered with a Scotch plaid design on a red ground, 
crossed with stripes of black and yellow, the adoption and use by de- 
fendant on a competitive product of the words “Butter Scotch,” to- 
gether with a plaid design made up of alternate red and dark blue 
stripes, held unfair competition, it being shown, that purchasers had 
mistaken the latter’s get-up for plaintiff's; and an injunction was 
granted. 


In equity. Suit for unfair competition. Upon hearing upon 
bill, answer and proof. Decree for plaintiff. 


A. C. Paul, of Minneapolis, Minn., Edward S. Rogers, of 
Chicago, IIll., Henry P. Brown and Kennard M. Ware, for 
plaintiff. 

Robert I. Sterrett, and I. Smith Raspin, for defendant. 


Tuompson, D. J.: This is a suit to restrain alleged unfair 
competition in trade with an accounting for profits and recovery 
of damages. The plaintiff and defendant are now and have been 
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for many years engaged in the manufacture of the candy familiarly 
known as butter scotch. The plaintiff by reason of the use of 
honey as a flavoring material in its product designates it by the 
trade-name “Honey Scotch.” Butter scotch is and has been made 
by both the plaintiff and defendant and other manufacturers in 
small square pieces or tablets each wrapped in yellow wax paper. 

The plaintiff had, some years prior to the filing of the bill, 
adopted as a characteristic dress for its ““Honey Scotch” a package 
consisting of a small open box of proper size to contain ten of 
the wrapped butter scotch units arranged on edge therein and pro- 
jecting about a quarter of an inch above its walls. Oblong boxes 
for packing and exposing for sale units of candy are known in the 
trade as “boats.” The outer surfaces of the plaintiff's boat are of 
a Scotch plaid design, the ground of which is red and the plaid 
design effected through crossed stripes of black and lighter crossed 
stripes of yellow. The packages containing ten units are retailed 
for five cents. The plaintiff's butter scotch is largely sold at news 
stands, drug stores, cigar stands, and in railway stations. The 
method of displayng it for sale by the retailer is usually to lay the 
package out upon the stand or counter so that a purchaser may 
pick up a package and put down the coin without inquiry or negotia- 
tion with the retail vendor. By the end of 1923, the plaintiff 
through the excellence of its product had built up an extensive 
trade throughout the United States. It produced, manufactured, 
and sold an average of more than ten tons or 180,000 of the small 
packages a day and its product was distributed by it to more than 
6,000 jobbers and to the public by more than 200,000 retailers. 
The plaintiff has established a large factory in Philadelphia for 
the manufacture of this particular product. 

The defendant is a manufacturer of butter scotch and has been 
for many years putting out its product in small tablets wrapped in 
yellow wax paper and was putting it out in that form before the 
plaintiff commenced to manufacture its “Honey Scotch.” Three 
or four months before the filing of the bill, the defendant adopted 
a package and arrangement for its butter scotch units which the 
plaintiff contends is so close an imitation of the dress of its product 
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as to constitute unfair competition. The defendant packed at first 
twelve and afterward eleven of its units in an open box or boat 
slightly longer than that of the plaintiff with the units set on 
edge and projecting above the sides of the boat, the outer surface 
of which is colored with red and blue stripes, with the name 
“Mackey Butter Scotch” in yellow. The defendant’s packages are 
also sold at retail for five cents. The butter scotch units are 
wrapped in yellow wax paper with red lettering thereon, as are 
those of the plaintiff, that manner of wrapping having been adopted 
by the defendant prior to the manufacture of “Honey Scotch” by 
the plaintiff. The defendant’s butter scotch is distributed to the 
same class of retailers as that of the plaintiff. 

There is testimony to show that purchasers, having asked for 
“Honey Scotch,” were handed by the retailer a package of the de- 
fendant’s “Butter Scotch.” 

While, upon examination by one who is attempting to dis- 
cover differences or distinctions between the two packages, it may 
be readily observed that the plaintiff's boats are of Scotch plaid 
design, with red and black the predominating colors, and that the 
defendant’s boat has alternating red and dark blue stripes, red 
being the brighter and, therefore, the predominating color in each, 
and the plaintiff's package is labelled ‘Collins Honey Scotch,” 
while the defendant’s package is labelled “Mackey Butter Scotch,” 
yet under the circumstances in this case, the ability to distinguish 
between the two upon inspection, having for its object the ascer- 
tainment of differences, is not the true test. The evidence shows 
that the ordinary retail purchaser of five-cent butter scotch fre- 
quently makes his purchase by picking up a package from the 
stand or counter while purchasing a newspaper on the way to or 
from his train, a cigar or tobacco at a cigar stand, drugs or other 
articles in a drug store, and carries that package away with him 
without any negotiations. In other words, in this case more than 
in the ordinary case, the article is sold to an unwary purchaser 


and it is from the circumstances under which this casual or unwary 


purchaser is likely to buy the article that we must examine the 
dress of the two packages and determine whether the defendant has 
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attempted to encroach upon the trade and good-will of the plaintiff 
by simulating the dress of the plaintiff's goods. There is no doubt 
in my mind that the defendant’s package could be and is likely to 
be readily mistaken for that of the plaintiff. The arrangement in 
the boxes with the units projecting above the sides is so nearly the 
same as to be practically identical. The trifling differences in the 
lengths of the respective boxes and the extent of the projection of 
the units above the sides cannot save the defendant from the effect 
of the general similarity. The red coloring in the two is the same. 
The blue stripes upon the defendant’s box are dark enough to be 
mistaken for the black upon the plaintiff’s box. 

The defendant defends its package by proof that other kinds 
of candy, such as caramels, chocolates and mints, put up in pack- 
ages to retail for five or ten cents were packed in open boxes prior 
to the adoption by the plaintiff of its package for butter scotch. 
We are not dealing here with what others have done in retailing 
small five and ten cent packages of candies in general. The ques- 
tion is what was the purpose and intention of the defendant in 
adopting a package of a size, coloring, shape, and method of 
arrangement so nearly similar to that of the plaintiff as to create 
an appearance which is likely to deceive the eye of the ordinary 
purchaser. 

In selecting candy in the manner in which this is sold, the 
purchaser at best makes a brief inspection and notes only the 
distinguishing features of the package. That fact is established 
by the testimony of numerous witnesses. It is sufficiently estab- 
lished that it is not common in the trade to put up five-cent pack- 
ages of butter scotch in open boats with the candy units extending 
above the top of the walls; that this feature was first adopted by 
the plaintiff; but that the defendant has not only adopted this 
particular feature but has adopted a package which in coloring and 
arrangement of colors is likely to deceive the eye of the unwary. 
The purchaser identifies the package by its general appearance 
and not by meticulous inspection. 


The law has a three-fold object in unfair competition cases: 
first, to protect the honest trader in business which fairly belongs 
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to him; second, to punish the dishonest trader who is taking his 
competitor’s business away by unfair means; and third, to protect 
the public from deception. It is so easy for the honest business 
man who wishes to sell his goods upon their merits to select from 
the entire material universe which is before him, symbols, marks, 
and coverings which by no possibility can cause confusion between 
his goods and those of competitors, that the courts look with sus- 
picion upon one who, in dressing his goods for the market, ap- 
proaches so near to the dress of those of his business rival that the 
public may fail to distinguish between them. The law is not made 
for the protection of experts but for the public—that vast multitude 
which includes the ignorant, the unthinking, and the credulous who, 
in making purchases, do not stop to analyze but are governed by 
appearance and general impressions. Florence Manufacturing 
Company v. J. C. Dowd and Company, 178 Fed. 73 [1 T. M. Rep. 
289]. 

The one who is selling a product similar to that of another 
must sell it as his own production. To paraphrase the language of 
Jessel, Master of the Rolls, in In re Worthington and Company’s 
Trade-Mark, L. Rep. 14 Ch. D. 8, if he is honestly desirous of dis- 
tinguishing his own goods from the goods of others, he will choose 
a dressing for his goods not resembling that of some successful 
competitor, because his anxiety and desire must be that the public 
should by no possibility mistake his goods for the goods of anybody 
else. 

While it is a fact that the defendant wrapped its units in yel- 
low paper with red printing thereon prior to the plaintiff so doing 
and, therefore, simulation of the plaintiff's article cannot be 
predicated on that alone, yet that point of similarity, when added 


to the similarity in package, coloring, and design, does not justify 


an encroachment upon the plaintiff's good-will by conveying a 
false impression upon the mind of the ordinary purchaser. 

The facts force the conclusion that the get-up of the defend- 
ant’s packages was designed by the defendant for the purpose of 
obtaining the advantage of the good-will which the plaintiff had 
obtained by the excellence of its product and the distinctive and 
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attractive style of its packages, through deception of the retail 
purchaser, by palming off its goods for those of the plaintiff. 

Counsel may prepare and submit a decree for the plaintiff, an 
injunction and an accounting for profits and damages. 


A. H. Grese & Co., Inc. v. SIEGEL 
United States District Court, District of Rhode Island 
July 29, 1926 


TrapE-Marks AND Trape-Names—Uwnrair Competition—Price Currine— 
REMOVAL OF SERIAL NUMBERS. 
Radio set manufacturer held not entitled to preliminary injunction 
against removal of serial numbers from sets by price-cutting dealer. 
In equity. Suit for alleged unfair competition. On plaintiff's 
motion for peremptory injunction. Motion denied. 


W. H. C. Clarke, of New York City, for plaintiff. 
Isadore S. Horenstein and Albert B. West, both of Providence, 
R. I., for defendant. 


Brown, District Judge: The plaintiff, a corporation of the 


State of New York, is engaged in the business of assembling and 


manufacturing radio sets, and sells its product to wholesalers, 
known as distributors, who in turn sell to the retail merchant. 

The defendant conducts a general retail hardware business in 
the city of Providence. 

The bill alleges that the defendant is a resident and inhabitant 
of the State of Rhode Island, but does not allege that he is a 
citizen of Rhode Island, unless inferentially in the allegation of 
paragraph 3: 

“The jurisdiction of this court is invoked because this is an 
action between citizens of different states.” 

The answer admits this allegation. 

The bill alleges that every radio set sold by the plaintiff 
has a number. The sets are numbered in the order of their pro- 
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duction, and each number is a serial number, which is affixed 
before the set leaves the plaintiff's plant. Plaintiff keeps records 
with reference to each set, a description of the materials of which 
it is composed, names >f the concerns from whom component parts 
were bought, names of plaintiff's workmen who assembled and 
manufactured the materials into the complete set, a description of 
the model, date of sale, selling price, and name of purchaser. 

The defendant offers for sale and sells plaintiff's radio sets, 
from which the serial number has been removed or made permanent- 
ly illegible by obliteration or mutilation. 

It is evident that the serial number is not to be classed as a 
trade-mark, but is in the class of marks known as merchants’ marks, 
or manufacturers’ marks. The mark serves as a means of identifica- 
tion, and aids in the recovery of stolen instruments. The removal 
of the identifying mark, which individualizes the particular instru- 
ment, interferes with the plaintiff's business system. 

The instruments are sold with a time guaranty of future service 
to owners of devices carrying serial numbers. The mark is also 
useful in the matter of repairs, checking up on workmanship, tests, 
etc. It is said that this method of doing business also enables 
plaintiff in an inexpensive way to select its own dealers and 
customers, and confine its sales to those dealers who will charge 
enough to enable them to carry out full service to the plaintiff by 
pushing and advertising sales of the apparatus locally, and enables 
plaintiff to give aid to the user in respect to the working of the 
apparatus. The serial numbers assist in ascertaining what whole- 
salers and retailers cut prices. The plaintiff relies upon United 
States v. Colgate § Co., 250 U. S. 300, 39 S. Ct. 465, 63 L. Ed. 
992, 7 A. L. R. 443 [9 T. M. Rep. 229]. 

Respondent admits that serial numbers may serve as a means 
of identification, that they may assist the complainant in its alleged 
desire for improvement and investigation, but avers that such 
objects are entirely subordinate to the chief and actuating motive 


for their attachment, namely, control and maintenance of prices. 
Defendant admits that he sold raido sets to the public with the 
serial number obliterated, without in any way altering the trade- 
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mark and trade-name of complainant, and without in any way 
damaging said sets, either in operation or in appearance; that they 
were sold as new sets of complainant’s make, and were such in 
fact, and not second-hand, stolen, or damaged sets; that he has 
pointed out to purchasers of such sets that serial numbers had been 
removed; and that such sets were bought with full knowledge. He 
distinctly asserts that such serial numbers were obliterated in order 
that the respondent might be able to continue to sell such sets at 
a price below standard price fixed and maintained by complainant. 

The answer alleges that by means of the serial numbers com- 
plainant is enabled to trace sets back to the jobbers, and cut 
off the supply of such retailers as do not maintain the standard 
price. The defendant relies upon decisions of the Supreme Court 
subsequent to the decision in U. S. v. Colgate, supra. 

Upon the question of whether a preliminary injunction should 
be granted, the chief practical question is as to the right of the 
defendant to deprive plaintiff of means of preventing further price- 
cutting by this defendant, and of cutting off supply from the dealers 
who are the source of defendant’s supply. Upon this question the 
decision in Federal Trade Commission v. Beech-Nut Packing Co., 
257 U. S. 441, 42 S. Ct. 150, 66 L. Ed. 307, 19 A. L. R. 882 
[10 T. M. Rep. 317] requires careful consideration. In that case, 
at page 452 (42 S. Ct. 154), the court, referring to the Colgate 
case and other cases, said: 


“By these decisions it is settled that in prosecutions under the Sher- 
man Act a trader is not guilty of violating its terms who simply refuses to 
sell to others, and he may withhold his goods from those who will not sell 
them at the prices which he fixes for their resale. He may not, consistently 
with the act, go beyond the exercise of this right, and by contracts or com- 
binations, express or implied, unduly hinder or obstruct the free and 
natural flow of commerce in the channels of intestate trade. 

“The Sherman Act is not involved here, except in so far as it shows a 
declaration of public policy to be considered in determining what are unfair 
methods of competition, which the Federal Trade Commission is empowered 
to condemn and suppress.” 


The court said further: 


“The order should have required the company to cease and desist from 
carrying into effect its so-called Beech-Nut policy by cooperative methods, 
in which the respondent and its distributors, customers, and agents under- 
take ee others from obtaining the company’s products at less than 
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the prices designated by it—(1) by the practice of reporting the names of 
dealers who do not observe such resale prices; (2) by causing dealers to 
be enrolled upon lists of undesirable purchasers, who are not to be supplied 
with the products of the company unless and until they have given satis- 
factory assurances of their purpose to maintain such designated prices in 
the future; (3) by employing salesmen or agents to assist in such plan by 
reporting dealers who do not observe such resale prices, and giving orders 
of purchase only to such jobbers and wholesalers as sell at the suggested 
prices and refusing to give such orders to leaders who sell at less than 
such prices, or who sell to others who sell at less than such prices; (4) by 
utilizing numbers and symbols marked upon cases containing their prod- 
ucts, with a view to ascertaining the names of dealers who sell the com- 
pany’s products at less than the suggested prices, or who sell to others 
who sell at less than such prices, in order to prevent such dealers from 
obtaining the products of the company; or (5) by utilizing any other 
equivalent cooperative means of accomplishing the maintenance of prices 
fixed by the company.” 


The dissenting opinion of Mr. Justice Holmes, concurred in 
by Mr. Justice McKenna and Mr. Justice Brandeis, states forcibly 
the same argument which the plaintiff now advances. 

The dissenting opinion of Mr. Justice McReynolds points out 
that the order presupposes “methods of cooperation between re- 
spondent and the distributors of its products, especially the cooper- 
ative methods by which the respondent and the distributors of its 
products undertake to prevent others from obtaining such products 
at less than the prices fixed by respondent,” ete. 

It is important to give due effect to the words of the Supreme 
Court: 


“By cooperative methods, in which the respondent and its distributors, 
customers, and agents undertake to prevent others from obtaining the 
company’s products at less than the prices designated by it.” 


In the defendant’s sworn answer appears the following allega- 
tion: 


“That complainant is affiliated and acting in concert with a certain 
organization called the American Fair Trade League, which undertook to 
order the respondent to desist from the sale of sets without serial numbers, 
and demanding that respondent disclose to said league his source of supply, 
under threat of reporting him ‘to the proper authorities.’ ” 


Aside from this, and so far as the plaintiff’s bill and affidavits 
show, the plaintiff is not using “cooperative methods” in the sense 
of cooperation with outside parties; but the decision of the Supreme 
Court seems to include in “cooperative methods” cooperation be- 
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tween the Beech-Nut Company and its own employees, who record 
or report price cutters, or who utilize numbers and symbols marked 
upon cases. 

In The Federal Trade Commission, by Gerald C. Henderson, 
Yale University Press, 1925, is the following comment on the 
Beech-Nut Company Case: 

“It can hardly be denied that the decision leaves the law, in its prac- 
tical aspects, in a very unsatisfactory state. A manufacturer may, in 
accordance with this decision, indicate, on the article or container, or other- 
wise, the price at which he expects the article to be resold. He may, it 
seems, announce to all distributors his expectation and desire that the 
price be adhered to. If it comes to his knowledge that a dealer is cutting 
prices, he may refuse to have further dealings with him, and may advise 
him or any one else of the reason. But apparently knowledge that the 
dealer has cut prices must come to the manufacturer spontaneously. He 
cannot instruct or request dealers, or even his own agents, to report the 
names of price cutters. Apparently, also, he must trust to his own 
memory as to the price-cutting proclivities of dealers; certainly he cannot 
cause their names to be ‘enrolled upon lists,’ and it would seem by analogy 
that entries on card records were likewise forbidden. Of course, numbers 
and symbols to assist in tracing shipments at cut prices are forbidden, as 
is ‘any other equivalent cooperative means’ of accomplishing the main- 
tenance of resale prices. In other words, a system of price maintenance, 


enforced by a policy of refusing to sell to price cutters, is permitted, but 
modern business methods may not be used to make it effective.” 


In view of the very general practice among manufacturers of 
important articles in giving individual numbers to each one of 
their products, automobiles, watches, machinery, etc., marks which 
enable interested parties to discuss a particular machine by its 
number rather than by a general name, the right of the manufac- 
turer to the maintenance of these marks, even after he has parted 
with possession and title, presents an interesting question. 

In the present case where it is said that the manufacturer 
guarantees the serviceability of his machine for a limited period, 
the serial number becomes a mark of liability, and it is important 
that he should have means of determining whether his liability still 
exists or has expired. 

Manufacturers’ marks individualizing machines give rise to 
questions quite different from the ordinary trade-mark questions. 
They are useful in many ways, other than in the matter of price- 
cutting. It seems hardly reasonable that a manufacturer’s right to 
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the use of serial numbers should be limited, in order to protect 
the interests of price cutters. Price cutters are not always of 
general benefit. They may be piratical, and inflict great harm upon 
legitimate trade for some comparatively unimportant advantage 
to themselves. 

A manufacturer should not be deprived of legitimate benefits 
from the use of his individual serial marks, because they might 
also enable him to trace a price cutter. In the present case, how- 
ever, the utility of these marks as an aid to the control and main- 
tenance of prices is the principal consideration upon the question 
of granting a preliminary injunction. It does not appear that 
there is in any other respects urgency for relief before final 
hearing. 

Recognizing the present views of the Supreme Court as ex- 
pressed in the Beech-Nut Case, it cannot be said that the plain- 
tiff’s right is clear in matter of law, or that the defendant’s inter- 
ference with plaintiff's trade is greater than has been permitted 
under that decision. See, also, John Moir, et al. v. Federal Trade 
Commission (C. C. A. First Circuit, March 29, 1926) 12 F. (2d) 
22 [16 T. M. Rep. 319]. 

It is suggested by the plaintiff that the present case involves 
merely a question of law upon facts which are established by bill 
and answer, and that this question of law may as well be disposed 
of at this time as reserved for final hearing. 

In deference to the views of the majority of the court in the 
Beech-Nut Case, which I understand to apply to “cooperative 
methods” between a corporation and its agents and servants, as 
therein enumerated, I am constrained to decide that the plaintiff 
is not entitled to equitable relief which it seeks. While this con- 


clusion does not represent my own opinion on the merits, it ap- 


parently accords with the views of the majority of the members 
of the Supreme Court, to whose authority I must yield. 
Petition for preliminary injunction denied. 
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AMERICAN INsuLATION Co. v. Eternit Roorine Corporation, 


ET AL. 
14 F. (2d) 235) 


United States District Court, Eastern District of New York 
July 2, 1926 


Trape-Marks AND TrapE-Names—Uwnrair CompetTirion—Use sy CusToMER 
or CoMPLAINANT’s TrADE-Mark 1N Its Corporate Name He tp In- 
FRINGEMENT AND UNFAIR COMPETITION. 

An importer of asbestos shingles, which it sold to contractors and 
builders, under the registered trade-mark “Eternit,’ held entitled to 
an injunction restraining a customer from using said word in its 
corporate name as an infringement of trade-mark, and also, in con- 
nection with its business, as unfair competition, in that it tended to in- 
duce belief that complainant was competing with its customers. 


In equity. Suit for alleged unfair competition. On motion 
for preliminary injunction. Granted. 


Merrell E. Clark, of New York City, for plaintiff. 
Simon Sverdlik, of New York City, for defendant. 


Moscowitz, District Judge: This is a motion for an injunc- 
tion pendente lite, restraining the defendants from certain alleged 
acts of infringement and unfair competition relating to the use of 
the word “Eternit,’ and particularly restraining the defendants 


from continuing to carry on business connected in any way with 


building or roofing materials under a corporate name which includes 
the word “Eternit,’ or any such other resemblance thereto as will 
be liable to deceive the public or to cause confusion. 

Plaintiff had been engaged prior to January 2, 1924, and still 
is engaged, in the business of importing and selling asbestos 
shingles, used for roofs and dwellings and other buildings. The 
word “Eternit,” adopted by the plaintiff, was registered by the 
plaintiff in the United States Patent Office as its trade-mark for 
asbestos shingles, which it imports and sells; said registration hav- 
ing been effected July 14, 1924. It appears that such trade-mark 
has been continuously used by the plaintiff since its adoption, has 
never been abandoned, and has been applied to the shingles them- 
selves, or to tags attached to the shingles. Since the adoption of 
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the said trade-mark, the plaintiff has expended in advertising 
Eternit shingles more than $500,000, and, as a result of the adver- 
tising, it has built up a substantial business. 

Plaintiff is not engaged in the roofing business. Its shingles 
are sold by contractors, builders, and repair men. One of the 
purchasers of plaintiff's shingles had been the defendant A. A. 
Roth. He first bought Eternit shingles from the plaintiff on or 
about March 24, 1925. The plaintiff continued to sell Eternit 
shingles to Roth, or to a corporation in which he was interested, 
until about May 12, 1926, prior to which date Roth, together with 
others, had organized the Eternit Roofing Corporation, one of the 
defendants herein. 

The defendant Eternit Roofing Corporation is a corporation 
organized under the laws of the state of New York, and was in- 
corporated on or about April 26, 1926, for the purpose, among 
others, of engaging in the cornice, tinsmith, skylight, and roofing 
business generally, and of manufacturing, purchasing, selling, deal- 
ing in, and distributing supplies and materials of all kinds used or 
intended for use in the cornice, skylight, tinsmith, and roofing busi- 
ness. Since the incorporation of the Eternit Roofing Corporation, 
it has sold under that name, not only Eternit shingles purchased 
from the plaintiff, but also building and roofing materials not sold 
or made by the plaintiff. 

The name “Eternit,” as a part of the corporate name of the 
defendant Eternit Roofing Corporation, is misleading and confus- 
ing to the public, and the use of the trade-mark Eternit by the de- 
fendants is additionally harmful to the plaintiff, as the plaintiff 
has refrained from entering into the business of applying shingles 
to roofs, because by so doing it would place itself into direct com- 
petition with its customers, who buy its shingles and who apply 
them. The Eternit Roofing Corporation applies shingles as a 
business. This may lead the plaintiff's customers to believe that 
the plaintiff or some one connected with it is competing with them. 

An injunction pendente lite will not be granted, unless the 
proof is clear and convincing, as it practically results in an adjudi- 
cation of the rights of the parties. However, in this case, I am of 
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the opinion that the Eternit Roofing Corporation was organized 


for the purpose of making use of plaintiff's valuable trade-mark 
Eternit. Plaintiff is entitled to the protection of the laws against 
infringement. 

The motion will be granted, restraining the defendants from 
further acts of infringement and from unfair competition relating 
to the use of the word “Eternit,” and restraining the defendants 
from continuing to carry on business connected in any way with 
building or roofing materials under any name which includes the 
word “Eternit.” 


Settle order on notice. 


Terry v. Cooper 
(286 S. W. 806) 


Supreme Court of Arkansas 
July 12, 1926 
Rehearing Denied September 27, 1926 


Trape-Marks anp TrapE-Names—Unrair CoMPETITION. 

Injunction will lie to restrain use by one corporation or firm of 
name of a prior corporation, which tends to create confusion and en- 
able later corporation or firm to obtain business of prior one. 

Same—SamME—COoNVEYANCE OF TRADE-NAME. 

Sale by abstract company of “all furniture, fixtures, abstract 
books, accounts receivable, automobile, all records and property, and 
all assets of every kind and description,’ held to include its trade- 
name. 

Same—Same—Lacues. 

Abstract company, by purchase of another’s business being en- 
titled to use latter’s trade-name, but voluntarily using another trade- 
name and doing business thereunder, held not entitled to restrain 
seller from conducting similar business under former trade-name, 
where resulting confusion was slight, notwithstanding abstract com- 
pany still used old letter heads with new name stamped thereon as 
successors. 


In equity. Suit to restrain use of trade-name. Decree for 
plaintiff, and defendant appeals. Reversed and complaint dis- 
missed. 
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The plaintiff seeks in this action to restrain the use by the de- 
fendant of its corporate name, ‘““The Terry Abstract Company,’ on 
the ground that such use is an invasion of the rights of the plaintiff 
to the corporate name, “The Terry Abstract Company.” ‘The suit 
was originally brought by Geo. N. Bickner against E. M. Terry, 
but Raymond Cooper, having purchased the interest of Bickner, has 
been substituted as the plaintiff in the suit. The suit was defended 
on the ground that the plaintiff had no right to the use of “The 
Terry Abstract Company” as its trade-name, and that the defend- 
ant had not in any way tried to interfere with or to injure the 
business of the plaintiff. 

The facts are that the Terry Abstract Company was organized 
as a corporation on the 18th day of October, 1911, with an author- 
ized capital stock of $10,000. E. M. Terry was one of the incor- 
porators. The corporation was organized for the purpose of ab- 
stracting titles in Mississippi County, Ark., and at once began to 
conduct the business for which it was organized. In September, 
1917, the Farmers’ Bank & Trust Company owned 200 shares of 
the capital stock of the Terry Abstract Company, and E. M. Terry 
and five other persons owned one share each, of the par value of 
$25. In 1922, J. W. Rhodes, Jr., C. F. Rhodes, and J. A. Pigg 


acquired all the capital stock of this corporation. In January, 


1923, G. N. Bickner acquired a controlling interest in the corpora- 
tion, and on the 11th day of June, 1923, the name of the corporation 
was changed to Chickasawba Abstract & Investment Company, Inc., 
and the certificate of the secretary of state authorizing the change 
was duly issued in the manner provided by law. The corporation 
operated under its new name until February 25, 1924, when a 
resolution was adopted authorizing the corporation to sell and con- 
vey its assets to J. W. Rhodes, Jr., and this was done. Rhodes 
sold and conveyed the business to George N. Bickner. At the 
same meeting a resolution was adopted authorizing the corporation 
to surrender its charter and a formal dissolution was had on 
February 25, 1924. The bill of sale to Geo. N. Bickner contained 
the following: 
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“All furniture, fixtures, abstract books, accounts receivable, automo- 
bile, all records and property, and all assets of every kind and description, 
formerly owned by the Chickasawba Abstract & Investment Company.” 

J. W. Rhodes, Jr., and Geo. N. Bickner conducted the business 
for a time under the firm name of Chickasawba Abstract Company. 
The letter heads printed for the Terry Abstract Company were 
used by the Chickasawba Abstract & Investment Company, and by 
the Chickasawba Abstract Company. A rubber stamp was used to 


show the new name of the company, and the letter heads would 
read as follows: 


“Chickasawba Abstract & Investment Co., Inc., Successors to the 
Terry Abstract Co.” 


In 1924, E. M. Terry, who is an abstracter of long experience, 
formed a partnership with Ray Worthington for the purpose of 
abstracting titles in Mississippi County, and then conducted their 
business in the name of Terry Abstract Company. Other facts will 
be stated in the opinion. 


The chancellor found that the Terry Abstract Company 


changed its corporate name to Chickasawba Abstract & Investment 
Company; that said last-named corporation sold its property and 
assets to J. W. Rhodes, Jr., and surrendered its charter; that J. W. 
Rhodes, Jr., sold the property and assets of the business to Geo. N. 
Bickner; that Bickner and his predecessors in title continued to 
use the name the Terry Abstract Company upon their stationery ; 
and that Bickner was entitled to the trade-name of said corpora- 
tion, the Terry Abstract Company. It was decreed that the de- 
fendant, E. M. Terry, be restrained from using in any manner the 
name, “The Terry Abstract Company,” or any name closely re- 
sembling it. The case is here on appeal. 


T. J. Crowder, of Blytheville, Miss., and George Vaughan, of 
Little Rock, Ark., for appellant. 
Reid & Campbell, of Blytheville, Miss., for appellee. 


Hart, J. (after stating the facts as above): At the outset it 
may be stated that in respect to corporate names the same rule 
applies as to the names of firms or persons, and an injunction lies 
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to restrain the use by one corporation or firm of the name of a prior 
corporation, which tends to create confusion, and to enable the later 
corporation or firm to obtain, by reason of the similarity of names, 
the business of the prior one. Chas. S. Higgins Co. v. Higgins 
Soap Co., 144 N. Y. 462, 39 N. E. 490, 27 L. R. A. 42, 43 Am. St. 
Rep. 769; Brunson v. Reinberger § Collier, 134 Ark. 211, 203 
S. W. 269; McLean v. Fleming, 96 U. S. 245, 24 L. Ed. 828; Howe 
Scale Co. v. Wyckoff, Seamans § Benedict, 198 U.S. 118, 25 S. Ct. 
609, 49 L. Ed. 972; Donnell v. Herring-Hall-Marvin Safe Co., 208 
U. S. 267, 28 S. Ct. 288, 52 L. Ed. 481, and Herring-Hall-Marvin 
Safe Co. v. Hall’s Safe Co., 208 U. S. 554, 28 S. Ct. 350, 52 L. Ed. 
616. 

In the case last cited it was held that although the trade-name 
may not be mentioned in the sale of a business taken over as a going 
concern, a deed conveying trade-marks, patent rights, trade rights, 
good-will, property, and assets of every name and nature is broad 
enough to include the trade-name under which the vendor corpora- 
tion and its predecessors had achieved a reputation. So it may be 
said that the general language used in the bill of sale to Bickner 
was broad enough to include the trade-name of the corporation sell- 
ing its assets to him and his associates. 

The principle of the cases upon the subject of enjoining a per- 
son from using the trade-name of another person or corporation 
proceeds upon the theory that it is a fraud on a person or corpora- 
tion, which has established a trade-name and carries on its business 
under that name, that some other person or corporation should as- 
sume the same name, or the same name with a slight alteration, in 
such a way as to induce persons to deal with him or it in the belief 
that they are dealing with a person or corporation which has given 
a reputation to the name. In applying the rule to the facts and 
circumstances shown in the record in this case, we do not think 


there is sufficient evidence to justify the issuance of an injunction. 
The stockholders of the Terry Abstract Company, of their own 
volition, changed the name of that corporation to the Chickasawba 
Abstract & Investment Company, and thereafter conducted its busi- 
ness under that name. 
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It is true that the printed stationery of the Terry Abstract 
Company was used, but a rubber stamp was used, which made the 
letter heads read, “Chickasawba Abstract & Investment Co., Inc., 
Successors to the Terry Abstract Co.” This manifested an inten- 
tion upon the part of the stockholders of the corporation, not only 
to change the name of the corporation, but to conduct its business 
under the new name, and to inform those doing business with it 
of that fact. In the very nature of things, the stamping of the 
words, “Chickasawba Abstract & Investment Co., Inc., Successors 
to,” before the printed words, “The Terry Abstract Co.,” would 
show to persons receiving the letters that it was the intention of 
the corporation to carry on its business under its new name. The 
use of the words, “Successors to,’ would notify those receiving 
letters that the new corporation had purchased the business of the 
old corporation, and would thereafter carry the business on under 
its new corporate name. 

On this point Bickner testified that the name was changed be- 
cause the defendant, E. M. Terry, had been receiving mail ad- 
dressed to the corporation under its old corporate name, and there- 
by interfered with its business. On this point, however, Terry 
denied having, in any manner, interfered with the business of the 
plaintiff. He admits that on several occasions he received letters 
which were intended for the plaintiff, but said that he delivered 
them to the plaintiff. He testified, however, that in no instance did 
he use the mail of the plaintiff to secure business for himself. 

Be that as it may, the fact remains that the plaintiff changed 
its name from the Terry Abstract Company to the Chickasawba 
Abstract & Investment Company, and later to the Chickasawba Ab- 
stract Company. There is no similarity whatever between these 
names, and nothing which would tend to confuse the minds of those 
wanting to do business with the plaintiff, and to make them believe 
that the Chickasawba Abstract & Investment Company intended to 
carry on its business under its old name, the Terry Abstract Com- 
pany. If such had been its intention, no good reason appears why 
it should have changed its name at all, or if it intended that the 
words, “Successors to the Terry Abstract Co.,” be a part of its new 
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name, it should have made it a part thereof in its articles of associa- 
tion, and had the same certified as its new name under the statute 
by the secretary of state, instead of simply saying that it had 
changed its old name, the Terry Abstract Company, to the Chick- 
asawba Abstract & Investment Company. 

The testimony does not show that any confusion resulted, ex- 
cept in a very few instances, and these instances were not numer- 
ous enough, or sufficiently continuous, as to have warranted the 
court in granting an injunction in the matter. 

The result of our views is that the decree of the chancery court 
will be reversed, and the complaint of the plaintiff dismissed for 
want of equity. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Act of 1920—Registrability of Foreign Mark 


Kinnan, F. A. C.: Held that a mark which is of the char- 
acter to be registered under the Act of 1905 cannot be registered 
under the Act of 1920, even though the particular applicant could 
not register it under the Act of 1905, since he had been unable to 
obtain registration of it in his country. 

In his decision, after referring to the case of Ex parte Gallaher 
Limited, 340 O. G. 842 [16 T. M. Rep. 205], where it was held that 
an applicant, who had registered the mark in a foreign country 
which was a member of the Convention, might register it under the 


Act of 1920, without an allegation of use in this country, and re- 
ferring to the applicant’s argument that the prohibitory language 
of the 1920 Act covered a case where the refusal of registration 
abroad constituted the non-registrability of the mark under the 
1905 Act, the First Assistant Commissioner said: 


“There does not appear to be anything in the terms of the Act of 
1920, or in the record of the hearing had before the Congressional Commit- 
tee before the passage of the Act, which warrants or suggests applicant’s 
view. It is believed the Act of 1920 contemplated relief as to those marks 
which, from their nature, could not be registered under the 1905 Act and 
did not modify or change the prohibition in the 1905 Act as to the grant 
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of registration to a foreign applicant who had not obtained registration in 
his own country.’ 


Cancellation—Amendment of Petition 


Rorertson, C: Held that it was proper to permit a petitioner 
for cancellation of a registration of a trade-mark to amend his peti- 
tion to include therein another registration of the same party closely 
related to the first. 

In his decision, after pointing out that the question of amend- 
ing a petition for cancellation rests largely in the discretion of the 


examiner of interferences, the Commissioner said: 

“The registration which is sought to set up in the amended petition is 
closely related to the registration, cancellation of which was originally 
sought and the proofs can be conveniently taken at the same time. As 
pointed out by the examiner of interferences, if a separate petition for 


cancellation of the other registration had been filed, the two proceedings 
could have been consolidated. 


“The decision in the case of Plymouth Cordage Company v. Hoover & 
Allison, 140 Ms. D. 422 [12 T. M. Rep. 269], referred to by the registrant, 
is not seen to be in point. That was a case of opposition and the statutes 
provide a separate fee for each opposition. No fee is required for filing 
a petition for cancellation.” 


Conflicting Marks 


Moore, A. C.: Held that applicant is not entitled to register 
the words “Dr. Platt’s Rinex Prescription” as a trade-mark for a 
preparation for the treatment of hay fever, asthma, etc., in view of 
the prior use and registration of opposer of the term “Pinex” as a 
remedy for the treatment of similar diseases. 

The grounds of the decision are that the goods of the two 
parties are of the same descriptive properties and that the word 
“Rinex” included in applicant’s mark is so similar to the word 
“Pinex” that the use of these marks on the goods of the parties 
would be likely to cause confusion. 

With respect to the goods, the Assistant Commissioner said: 


“The merchandise of each consists of a medicinal preparation for colds, 
asthma, etc. In fact, it seems clear from the record, that the preparation 


1 Ex parte Rowntree & Co., 151 M. D. 341, Oct. 22, 1926. 


* Baltimore Chewing Gum Co. v. The Shelby Gum Co., 151 M. D. 371, 
Sept. 18, 1926. 
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of each of the parties is intended as a remedy for inflammation or diseases, 
generally, of the respiratory organs, and is not to be confined in use to hay 
fever, asthma and head colds. Medicinal preparations for the same or 
kindred diseases have the same descriptive properties, within the purview 
of the trade-mark law, even though there may be specific differences in 
the character of the preparations, or in the form in which they are pre- 
pared for the market.” 


With respect to the similarity of the marks, he said: 


“The two words, ‘Rinex’ and ‘Pinex,’ so nearly resemble each other 
both in appearance and sound as to be likely to cause confusion in the 
mind of public, when the two words are appropriated to goods of the 
same descriptive properties. The only difference between the two words 
is in the first letter, the letter ‘R’. occurring in the one, and the letter ‘P’ 
occurring in the other. It is believed that the average purchaser would 
not carry this slight distinction in memory. As to meaning, the two words 
are arbitrary, hence, have no authorized meaning. The different meanings 
that an analysis of the words might suggest, is a matter with which the 
average purchaser is but little concerned.” 


Moore, A. C.: Held that applicant is not entitled to register 
the term “Plezall” as a trade-mark for cookies, in view of the prior 
registration of the notation “C-Hoc-O” as a trade-mark for the 
for cookie-cakes and crackers. 

The ground of the decision is that the marks, which are applied 
to goods of the same descriptive properties, are so similar as to be 
likely to cause confusion in the mind of the public. 

In his decision the Assistant Commission said: 


“In construction and appearance the two words constituting the re- 
spective marks are quite similar. They differ from each other primarily 
in the suffix, the one suffix consisting of ‘all’ and the other of ‘U’. In sig- 
nification the two words convey the same thought, viz., that of pleasure. 
As to the spelling of the first syllable of the two words, one is authorized, 
and the other is euphonic, and said syllable has the same pronunciation in 
each case. 

“By comparing the two words distinctions may he observed, but it is 
believed that the distinctions are such as would not be carried in the 
memory of the purchasing public.” 


After referring to applicant’s contention that other marks for 
similar goods, as “Plezol,’ had been registered and that therefore 
the opposer’s rights should be limited to the particular variation of 
the words “please” which it had appropriated, the Assistant Com- 
missioner said: 


* William H. Noll v. The Clinical Laboratories Company, 151 M. D. 
313, Sept. 9, 1926. 
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“The rights of the applicant and of the opposer are not the only rights 
involved. The rights of the public, also, are to be considered. The statute 
specifically provides that no trade-mark shall be registered which so nearly 
resembles a registered or known trade-mark owned and in use by another 
and appropriated to merchandise of the same descriptive properties ‘as to 
be likely to cause confusion or mistake in the mind of the public or to de- 


ceive purchasers.” 
- * * * « 


“It is believed that the rule laid down by the Court of Appeals of the 
District of Columbia to the effect that there is neither legal nor moral 
excuse for even an approximate simulation of a well-known mark appro- 


priated to goods of the same descriptive properties, should be applied in 
this case.’”* 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as trade-marks for soaps and pastes, and powders for 
beautifying and preserving the teeth, skin, and hair, and on per- 


fumery, certain marks, two of which consist of the words “Le Jade” 


alone, and two consist of these words placed within a space enclosed 


by a somewhat unusual representation of two parrots, in view of the 
prior use by opposer of the mark “Jade’or” on similar preparations, 
except soap. 

The grounds of the decision are that the goods of the parties 
are of the same descriptive properties and the marks so similar that 
their use on these goods would be likely to cause confusion in trade. 

With respect to the goods, the First Assistant Commissioner 
said: 


“The goods being admittedly the same, excepting as to soap, the 
question upon which decision must turn is as to the similarity of the marks. 
Regarding this matter of opposer not having used its mark upon soap, 
it may be said that it is usual for dealers in goods of this character to use 
the same mark upon soap as is used upon the other goods on which opposer 
has used its mark. * * * The opposer company sells soap and it is 
believed the application of its mark to soap which it sells would be but a 
natural expansion of the business conducted under its mark.” 


With respect to the similarity of the marks, he said: 


“There is some difference of view as to the meaning of the term 
‘Jade’ appearing in the marks of both parties. There is also some evi- 
dence to show the applicant has sought to instruct its customers in this 
country to give the French pronunciation to the term. The word ‘Jade’, 
however, is a well-established and understood word used in the English 


*Hekman Biscuit Co. v. Plezall Cookie Co., 151 M. D. 319, Sept. 21, 
1926. 
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language and it is quite generally pronounced by giving the a the long 
sound.” 
* > * * * 

“There has been dispute as to the meaning or significance of the 
apostrophe appearing in opposer’s mark and while, in such relation, it does 
suggest the omission of a letter or letters, yet it is unnecessary to consider 
it or its significance to the average purchaser because both parties, at the 
hearing, admitted that in the taking of testimony practically all witnesses 
and others pronounced the opposer’s mark as if it were written ‘Jade-or,’ 
the ‘a’ in jade being given the long sound. It was not disputed that, save 
to the limited extent the applicant had succeeded in getting those familiar 
with its mark to give it a French pronunciation, the word jade in appli- 
cant’s mark was pronounced the same with the long a sound as this por- 
tion of opposer’s mark. * * * * 

“The word ‘Le’, appearing in applicant’s mark, would mean nothing 
at all to the uneducated, and to the educated or those somewhat familiar 
with French would mean merely ‘the’. In either event it would have so 
little significance as to be readily omitted or forgotten by purchasers in 
identifying the goods by the trade-mark. * * * * * 

“In connection with the two applications seeking registration of the 
words ‘Le Jade’ alone, the applicant has taken what must be deemed the 
principal and distinctive part of the opposer’s registered mark. While in 
connection with the registration sought for in the two other applications 
the word ‘Jade’, underscored and in large type, as it is disclosed in such 
applications, is still a prominent and outstanding feature of the mark and 
constitutes, as above noted, the principal and outstanding part of the 
opposer’s mark.’”® 


Moore, A. C.: Held that applicant is not entitled to register 
the notation “Supercreamed” as a trade-mark for soap, in view of 
the prior use by opposer of the notation ““Supercream” as a trade- 
mark for certain soaps, particularly shaving soap. 

The ground of the decision is that the marks are substantially 


identical and the goods are of the same descriptive properties. 


With reference to the marks the Assistant Commissioner said: 


“Neither the word ‘Supercream’ nor the word ‘Supercreamed’ has any 
authorized meaning. They are purely arbitrary and fanciful, and may not, 
therefore, be said to be either descriptive or suggestive of any of the 
chemical or physical properties or characteristics of the soap of either 
party. The word ‘cream’ may be suggestive of the remote idea that the 
soap is of high quality. 

“The two marks are similar in appearance and sound. The applicant’s 
mark differs from the opposer’s mark only in the addition of the letters ‘ed’ 
to the opposer’s mark. It is believed that such a slight difference would 
not be observed by the average members of the purchasing public; or, if 
observed, would not be carried in the public memory.” 


* George Borgfeldt & Co. v. Parfumerie Roger & Gallet, 151 M. D. 328, 
Oct. 8, 1926. 
* Armour & Co. v. Lever Brothers Co., 151 M. D. 344, Oct. 29, 1926. 
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Corporate Name 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register as a trade-mark for cigars, cigarettes, etc., a mark consist- 
ing of the representation of an automobile with the word “Henry” 
thereabove and certain minor ornamental features therebelow. 

The ground of this decision is that the picture in the appli- 
cant’s drawing is obviously a picture of a “Ford” automobile and 
therefore, in effect, the mark is merely the name “Henry Ford” 
and, as such, its registration is forbidden by the Trade-Mark Act. 

In his decision, after pointing out that in American Steel 
Foundries v. Robertson, 342 O. G. 711; 269 U. S. 372 [16 T. M. 
Rep. 51], the Supreme Court had held that “Where the appropria- 
tion of the corporate name is complete, the rule of the statute, by 
its own terms, is absolute and the proposed mark must be denied 
registration,” the First Assistant Commissioner said: 


“The Ford automobile is so well known that it is thought that almost 
anyone would recognize the picture in applicant’s drawing as representing 
that car. Henry Ford is so well known as the individual who originated 
and whose company still makes Ford cars that it is further thought anyone 
who saw this mark with the word ‘Henry’ in large letters appearing above 
the picture of the automobile would understand and at once interpret this 
mark as meaning the name of the automobile manufacturer, ‘Henry Ford.’ ” 


and after referring to the case Oliver Chilled Plow Works v. The 
Wm. J. Oliver Manufacturing Company, 192 O. G. 217; 40 App. 
D. C. 125 [3 T. M. Rep. 288], said: 


“The mark being in effect merely the name of the individual, Henry 
Ford, it is, under the statute as interpreted in the decision of the Supreme 
Court above cited, not registrable. In view of this holding, it is unneces- 
sary to consider the question whether the goods of the parties are of the 
same descriptive properties, or whether the mark should be refused regis- 
tration as being in effect the name of the corporation, Ford Motor Com- 
pany.” 


Descriptive Marks 


Moore, A. C.: Held that the applicant is not entitled to 
register the word “Lockon” for track contacts for electrical toy 
trains as that mark is descriptive of the goods on which it is used. 


"Ford Motor Company & Henry Ford v. Daniel Newberry Floyd, 151 
M. D. 387, Oct. 20, 1926. 
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In his decision the Assistant Commissioner said: 


“It is believed that the examiner of trade-marks was right in holding 
that the word is descriptive; that the word indicates to the mind that it is 
the characteristic of the appellant’s track contacts that they lock on the 
track. 

“The word ‘Lockon’ belongs to that class of descriptive terms, such 
as ‘HoldOn’ and ‘Klingtite’ which have been held to be non-registrable. 
(Ex parte C. P. Goldsmith § Company, 1908 C. D. 104; Ex parte Healy, 
123 Ms. 308 [7 T. M. Rep. 595].)’* 


Descriptive Terms 


Ropertson, C.: Held that the words “Deep Sea Salt Water 
Oysters” are not registrable as a trade-mark for oysters, since the 
notation merely indicates a kind of oysters and falls within the 
category of the expressions considered in the cases noted by the 
examiner such as “Semi-Made” for dresses and ““Toledo-No Springs- 
Honest Weight” for scales. 


Held also, that if applicant was contending that he was en- 
titled to register the mark under Section 9 of the Act of 1920, be- 
cause of his ownership of the registration No. 83,270 for the words 
“Deep Sea” for canned oysters effected under the ten-year clause 


of the Act of 1905, then he was asking registration under the Act 

of 1905, since Section 9 of the Act of 1920 expressly amended Sec- 

tion 5 of the prior act and that therefore the refusal could be re- 

viewed only on an appeal, accompanied by a fee of $15.00.° 
Non-Conflicting Marks 

Moore. A. C.: Held that the prior registration by F. Hoff- 
man & Sons, Inc., of the notation “Choco-Sip” as a trade-mark for 
carbonated beverages did not constitute sufficient ground for can- 
celing the registration by H. B. Hunter Company, Inc., of the 
registration of the notation “C-Hoc-O” as a trade-mark for the 
same goods. 

The ground of the decision is that since the notation “Choco” 
had been previously used as part of trade-marks for chocolate 
beverages, it could not be held, especially in view of the arguments 
based on that fact presented by F. Hoffman & Sons, Inc., in support 


* Ex parte The Lionel Corporation, 151 M. D. 318, Sept. 21, 1926. 
° Ex parte J. & J. W. Elsworth Co., 151 M. D. 342, Oct. 28, 1926. 





DECISIONS OF THE COMMISSIONER OF PATENTS 537 


of the registration of the notation “Choco-Sip,” that the use of the 
marks in question would be likely to cause confusion in the mind 
of the public. 

In his decision the Assistant Commissioner said: 


“Only those features of a trade-mark may be ignored which are im- 
material and not likely to attract the attention of the average observer, or 
which if observed are not likely to be retained in the public memory. This 
rule of interpretation was applied by the petitioner when its application 


for registration was pending.” 

And then, after quoting from the arguments filed in the application 
for registration of the notation ““Choco-Sip” and referring to prior 
registrations, including the terms “Choc” and “Choco,” said: 


“The petitioner in this proceeding may not be heard to give to its 
mark an interpretation different from that given by it to said mark in the 
ex parte proceeding. 

“When the petitioner’s trade-mark is interpreted as above indicated, it 
is clearly not identical with the H. B. Hunter Company’s trade-mark, con- 
sisting of the notation C-Hoc-O; nor does it so nearly resemble the latter 
trade-mark as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers. 


“As to the H. B. Hunter Company mark, the Office is not justified in 
ignoring the hyphens in the mark. These hyphens give distinctiveness to 


the mark both as to appearance and sound. The notation as printed has 
no authorized signification.” 


Kinnan, F. A. C.: Held that the prior use and registration 
by Salant and Salant, Inc., of the notation “Uncle Sam,” displayed 
in connection with the figure of the mythical Uncle Sam, as a 
trade-mark for work shirts is no ground for canceling the registra- 
tion issued to Feldman and Weinman of the notation “Sammy” as 
a trade-mark for the same goods. 

The ground of the decision is that no actual confusion in trade 
has been shown and that, in view of the general knowledge that the 
term “Uncle Sam’”’ indicates that mythical character well known as 
symbolic of the United States, there is no likelihood of confusion. 

With reference to the question of actual confusion, the First 
Assistant Commissioner, after stating that one of the witnesses, 
Yaspan, had made some statements to the effect that actual con- 
fusion had occurred, said: 


1 F, Hoffman & Sons, Inc. v. H. B. Hunter Co., Inc., 151 M. D. 824, 
Sept. 27, 1926. 
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“The evidence is not sufficient, however, upon which to base a holding 
of actual confusion. The testimony of Yaspan has been held to be of the 
hearsay order. He does not clearly state that anyone confused the goods 
of the two parties but merely leaves such an inference to be drawn, if 
possible, from his statements as to his experience in seeking to sell the 
goods of his company.” 


With respect to the similarity of the marks, he said: 


“If the names involved in the two marks were Uncle Bill and Billy, 
respectively, or Uncle Jim and Jimmy, respectively, it would seem proper 
to hold that if the later in the field had adopted the mark Billy or Jimmy 
probable confusion would be shown and the petition should be sustained. 
The notation Uncle Bill or Uncle Jim would not refer to any particular 
individual and there are many persons to whom such a designation could 
apply. * * * The petitioner’s mark, however, would be readily under- 
stood by the average purchaser as indicating that mythical character well 
known as symbolic of the United States Government or of the United 
States. The mark ‘Uncle Sam’ is used in connection with a representation 
of this distinctive and characteristic mythical individual. * * * While 
the rule of resolving reasonable doubt against the newcomer should be 
followed, yet I am unable to reach the conclusion that there is probable 
confusion of goods or of origin if the two marks are used by their re- 
spective owners in the same market.”™ 


Non-Use 


Kinnan, F. A. C.: Held that the Sexton Mfg. Co. is not en- 
titled to register the word “Chesterfield” as a trade-mark for woven 
athletic underwear for men because it had not actually used the 
mark prior to the date of use established by the Chesterfield Shirt 
Company and derived no benefit from an alleged use by Maurice 
J. Schneider whose registration of the mark it had purchased since 
the testimony showed that Schneider had never so used that mark 
as to establish any trade-mark rights therein. It was further held 
that the Chesterfield Shirt Company was not entitled to register 
the mark on its present application because it had not made actual 
use of the mark at the time it filed its application. 

With respect to the use of the mark by Schneider, the First 
Assistant Commissioner pointed out that, while Schneider in his 
application alleged use on a number of goods other than shirts, it 
appeared from the testimony that he never claimed to have used it 
on any such goods. He further pointed that, while Schneider testi- 


1 Salant & Salant, Inc. v. Feldman & Weinman, 151 M. D. 331, Oct. 12, 
1926. 
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fied that he had decided to go into business under the name of 
Chesterfield Shirt Company and had sold shirts bearing that trade- 
mark in 1922, 1923 and 1924, he could name only two persons to 
whom he claimed to have sold such shirts, one of whom was not 
called as a witness and the other, while testifying that he pur- 
chased shirts from Schneider, could not state that these shirts were 
marked “Chesterfield”; and that the attorney who prepared the 
Schneider application, when called as a witness, could not testify 
to the use of the mark and his testimony was extremely evasive. 

With reference to the use of the mark by the Chesterfield Shirt 
Company, the First Assistant Commissioner, after noting that the 
sale of the goods was at first to the Louisville Furnishing Goods 
Co., the officers of which had organized the Chesterfield Shirt Com- 
pany, said: 


“In the early summer of 1923 the Chesterfield Shirt Company was 
organized and manufactured shirts not later than July or August of that 
year, which shirts were at first sold to the Louisville Furnishing Goods Co., 
a company whose officers had organized the Chesterfield Shirt Company. 
These shirts were sold in the regular course of the business by the Louis- 
ville Furnishing Goods Co. * * * 

“If the Louisville Furnishing Goods Co. was a corporation distinct 
from and doing a separate business from the Chesterfield Shirt Company, 
then sales by the latter to the former of goods bearing the mark ‘Chester- 
field’ established an actual trade-mark use as established ownership of the 
mark, with the subsequent right of registration when the goods had been 
sold in interstate commerce. 

“If, on the other hand, the Louisville Furnishing Goods Co. and the 
Chesterfield Shirt Company were in effect only one organization, although 
nominally different, the sales by the Louisville Furnishing Goods Co. bear- 
ing the trade-mark in question establish a trade-mark use of the mark 
which inured to the benefit of the Chesterfield Shirt Company, which had 
been duly incorporated under the laws of Kentucky.”” 


Opposition—Filing Notice After Statutory Period 


Rosertson, C.: Held that, where a notice of opposition to 
the registration of a trade-mark was filed more than thirty days 
after the publication of the mark sought to be registered, an opposi- 
tion proceeding could not be instituted, no matter what reasons 
were given for the delay in filing the notice. 


Sexton Mfg. Co. v. Schneider, 151 M. D. 333, Oct. 18, 1926. 
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In his decision the Commissioner said: 


“The statute gives the Commissioner no authority to institute opposi- 
tion proceedings where the notice of opposition is filed after the thirty 
days. The ‘reasonable time’ referred to by petitioner relates not to the 
filing of the opposition within the thirty days, but to the verification by 
opposer where the notice of opposition was filed within the thirty days 
by an attorney.” 


Part of Corporate Name 


Moore, A. C.: Held that the Victor Stove Company is not 
entitled to register the word “Victor” as a trade-mark for fur- 
naces and that no ground has been shown for canceling the regis- 
tration of the Hall-Neal Furnace Company of that word for coal, 
wood, gas and oil-heating furnaces. 

The grounds of the decisions are that the word “Victor” alone 
is not the corporate name of the Victor Stove Company, that the 
goods to which the Victor Stove Company applied its trade-mark 
originally, namely, heating stoves, are not of the same descriptive 
properties as the furnaces to which the Hall-Neal Furnace Com- 
pany subsequently applied this mark and even if they be regarded 
as of the same descriptive properties, the Victor Stove Company 
would not have the right to extend the use of this trade-mark to 
furnaces in view of its acquiescence for many years in the Hall- 
Neal Furnace Company’s building up a business and selling hot-air 
furnaces under this mark. 

With reference to the question of the corporate name, the 
Assistant Commissioner, after stating that the word “Victor” forms 
a part of the corporate name of many corporations, and is used 


as a trade-mark by many persons, firms and corporations, and 
had been registered by many people for all kinds of merchandise, 
said: 


“The word ‘Victor’ forms but a portion of the petitioner’s corporate 
name, and, so far as disclosed by the evidence, said word, when used alone, 
does not designate to the mind of the public that particular corporation 
any more than any other of the corporations in the names of which it is 
likewise embodied. The petitioner’s corporate name, therefore, forms no 
legal basis for the cancellation of the registrant’s mark.” 


*In re Petition of Essco Mfg. Co., 151 M. D. —, Oct. 18, 1926. 
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With reference to the goods, the Assistant Commissioner said: 


“It appears from the evidence that for a long period of years the 
two companies sold their respective goods in substantially the same terri- 
tory, each using the word ‘Victor’ as its trade-mark, without a single 
instance of confusion in the public mind as to the authorship or owner- 
ship of the respective goods. While heating stoves and hot-air furnaces 
belong to the same general class of merchandise and may in some cases 
have the same descriptive properties, yet the above evidence as to fact 
overcomes the theory advanced by the petitioner that its heating stoves 
are of the same descriptive properties as the registrant’s hot-air furnaces.” 


With reference to the estoppel, the Assistant Commissioner 
said: 


“Assuming, however, that the petitioner’s goods have the same de- 
scriptive properties as the registrant’s goods, still the petitioner would 
not have the right to extend the use of said mark for hot-air furnaces, by 
reason of laches in its acquiescence for so many years in the registrant’s 


use of said mark for hot-air furnaces while building up a non-competitive 
business.”* 


Right to Oppose 


Moore. A. C.: Held that applicant is not entitled to register 
the words “Beauty Bleach” as a trade-mark for face bleach and 
that the opposer, manufacturer of similar products, was entitled to 
file an opposition to such registration. 


With respect to the descriptiveness of the mark, the Assistant 
Commissioner said: 


“The word ‘beauty’ is generic and is commonly employed in the beauty 
aid art. The evidence establishes the fact that the opposer has used this 
word in the sale of its ‘beauty aid’ preparations for more than fifteen 
years. And, as suggested by the opposer, if ‘Beauty Bleach’ is registrable 
as a trade-mark, then ‘Beauty Cream,’ ‘Beauty Lotion, ’Beauty Rouge,” 
etc., would be registrable, and the opposer would be foreclosed against the 
use of these words which it has used in connection with its goods for many 
years. It is believed that no one has the right to the exclusive use of the 
word ‘beauty’ as a trade-mark when the word is associated with the name 
of the toilet preparation with which the mark is used. Every manu- 
facturer or owner of cosmetics has the right to use the word ‘beauty’ in 
designating them.” 


With respect to the right of the opposer to file the opposition, 
he said: 


“Although an opposer may not be able to prevent others from using 
a trade-mark because of its descriptive character, he may, nevertheless, be 


* Victor Stove Company v. Hall-Neal Furnace Co., 151 M. D. 306, 308, 
August 31, 1926. 
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entitled to oppose its registration by an applicant, to whom registration 
would give a prima facie right to its exclusive use. (H.R. Mallison & Co., 
Inc. v. I. D. Wolfson, Inc., 10 T. M. Rep. 291). Nor is it necessary, in 
opposing the registration of a descriptive mark, to show use of the mark; 
it is sufficient that the opposer is a dealer in the goods described by the 
mark as injury will be presumed to follow the improper registration of 
any descriptive word. (Fleischman Co. v. Anderson, 140 Ms. D. 488 [12 
T. M. Rep. 474].) Clearly the opposer is a dealer in the goods described 
by the applicant’s mark.”” 


Testimony in Interference 


Rosertson, C.: Held that F. B. Chamberlain Company had 
proved use of the trade-mark “Jack Frost” for concentrated ex- 
tracts and syrups for making non-alcoholic beverages prior to the 
use of that mark established by Orange Frost Company. 

In his decision, after discussing the testimony of two witnesses 
produced on behalf of the Chamberlain Company and noting that 
they relied to establish the date upon the invoice of the sale of 
beverages and beverage syrups, which invoice, however, did not in- 
clude a notation of the trade-mark, and two invoices of about the 
same date for a “Jack Frost” beverage label and an electro-plate, 
therefor and, noting the arguments of the Orange Frost Company, 
the Commissioner said: 


“As pointed out by the examiner of interferences, it would seem that 
witnesses could have been called to establish the sales said to have been 
made subsequently to the dates of these invoices and that some one could 
have been called who was familiar with the purchase by W. J. O’Neill who 
could have testified as to the receipt of the goods. However, it is to be 
noted that, during the taking of the testimony for the F. B. Chamberlain 
Company, its counsel consented to have a search of its files made for the 
purpose of securing additional invoices of ‘Jack Frost’ beverages and 
beverage syrups, stating that such a search would extend the examination 
of the witness to the next day. This offer was first accepted by counsel 
for the Orange Frost Company, but subsequently that acceptance was 
withdrawn. 

“As further pointed out by the examiner of interferences, it can be 
held that use of the mark as early as 1923 has not been established only by 
holding that the witnesses have testified falsely, but no testimony was 
offered by appellant to show that the sale to O’Neill did not take place as 
alleged or to in any other manner impeach the witnesses.””* 


* Marinello v. Plough Chemical Company, 151 M. D. 311, Sept. 9, 1926. 
** F. B. Chamberlain Co. v. Orange Frost Co., 151 M. D. 314, Sept. 15, 
1926. 





